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I. Real Party In Interest 
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III. STATUS OF CLAIMS 

Claims 1 through 21 are pending in this application, of which claims 13 through 21 stand 
withdrawn from consideration pursuant to the provisions of 37 C.F.R. §1.1 42(b). Accordingly, claims 
1 through 12 have been finally rejected. It is from the final rejection of claims 1 through 12 that this 
Appeal is taken. 

IV. STATUS OF AMENDMENTS 

No Amendment has been filed subsequent to the issuance of the Final Office Action dated 
December 15,200s. 1 

V. SUMMARY OF THE CLAIM SUBJECT MATTER 

Independent claim 1, the only independent claim on appeal, is directed to a solid state image 
device, and can be appreciated from Fig. 2. The claimed solid state image device comprises an optical 
lens (4), a solid state image sensor having a microlens (11, 12) and a resin layer 5 between the optical 
lens and the microlens. 

Based upon the discussion of Fig. 2 in the written description of the specification, commencing 
at page 18, line 18, one having ordinary skill in the art would have understood that an optical lens is a 
lens that condenses reflected light from an object and provides the condensed light to a solid state 
image device from the outside; whereas, a microlens condenses light inside the solid state image 
device. 



A final Office Action was issued on December 1, 2004. However, the Examiner was advised that the argument advanced 
in the responsive Amendment submitted November 4, 2004 was misinterpreted. Consequently, the Final Office Action 
dated December 15, 2004 was issued superseding the December 1, 2004 Final Office Action. 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1. Claims 1 through 9 were rejected under 35 U.S.C. §103 for obviousness predicated 
upon JP10/229180 (Kuroiwa) 2 in view of DiLoreto et ah; 

2. Claims 10 and 11 were rejected under 35 U.S.C. §103 for obviousness predicated upon 
Kuroiwa in view of DiLoreto and Needham; 

3. Claim 12 was rejected under 35 U.S.C. §103 for obviousness predicated upon Kuroiwa 
in view of DiLoreto, Needham and Wolff. 

VII. ARGUMENT 

For the convenience of the Honorable Board of Patent Appeals and Interferences (the Board), 
Appellants separately argue the patentability of independent claim 1, allowing claims 2 through 12 to 
stand or fall with independent claim 1 . 

Pivotal Issue 

The pivotal issue in this appeal is whether the Examiner factually established that a microlens 
is the same as an optical lens. They are not. Hence, the Examiner committed clear factual error. 

The Examiner's Position 

As previously discussed, independent claim 1 is directed to a solid state image device 
comprising an optical lens, a solid state image sensor which includes a microlens, and a resin layer 
formed between the optical lens and the microlens. No such structure is disclosed or suggested by 
either of the applied references. The Examiner says but does not factually establish otherwise. 

2 The Examiner referred to this reference by the inventor's first name, Atsushi, rather than his last name Kuroiwa. 
Appellants will refer to this reference by the inventor's last name, i.e., Kuroiwa. 
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In the statement of the rejection, the Examiner referred to Fig. 2 of Kuroiwa asserting the 
disclosure of a solid state image device comprising element 24, erroneous dubbed an optical lens, 
image sensor 16, 17 and microlens 22. The Examiner admitted that Kuroiwa does not disclose a resin 
layer between lens 24 and lens 22. The Examiner turns to DiLoreto et al. and concludes that one 
having ordinary skill in the art would have been motivated to modify Kuroiwa's device by inserting the 
filter disclosed by DiLoreto et al. a portion of which contains a resin film 62. 

In the responsive Amendment submitted November 4, 2004, Appellants strenuously argued that 
the Examiner's rejections were predicated upon an inaccurate factual determination as to the 
teachings of Kuroiwa. Specifically, the Examiner asserted that element 24 in the Fig. 2 device of 
Kuroiwa is an optical lens. This is factually wrong, because the element denoted by reference 
character 24 in Kuroiwa's Fig. 2 device is not an optical lens but a microlens. In fact, Kuroiwa says it 
is a microlens, as should be apparent from the English language Abstract provided by the Examiner. 
This the Examiner does not dispute. But the Examiner says an optical lens is microlens. But saying 
that element 24 is a optical lens does make it so. 

In an attempt to support the unsupportable position that there is no difference between an 
optical lens and a microlens in the context of the present invention, the Examiner cited a new reference 
to Suzuki et al. on page 6 of the December 15, 2004 final Office Action, but did not see fit to include 
that reference in the statements of the rejections. The Examiner relies upon one sentence wherein 
Suzuki et al. spell a microlens two different ways, one way "microlens" and another "micro optical 
lens". The Examiner is clearly factually wrong. 



WDC99 1048879-1.057810.0072 



4 



10/637,664 

Appellants 9 Position 

Appellants submit that Kuroiwa must be taken at face value in disclosing a device containing a 
first microlens 22 and a second microlens 24. Kuroiwa does not disclose a solid state image device 
containing an optical lens, a solid state image sensing including a microlens, or a resin layer formed 
therebetween. 

The Examiner's attempt to rely upon Suzuki et al. is clearly misplaced, because Suzuki et al. 
merely disclose two different ways to spell a microlens. The Examiner's reliance upon ways to spell 
objects is not legally viable and certainly not dispositive of the legal issue of claim interpretation. 

In this respect, Appellants submit that one having ordinary skill in the art would have 

understood from the present application that a microlens condenses light inside a solid state image 

device. Specifically, a microlens condenses incident light on photoreceptive parts (7). Appellants 

invite attention to page 21 of the written description of the specification, line 24 through page 22 

thereof, line 1, wherein the following evulgation appears: 

Thus, the photoreceptive parts 7 can condense the light incident 
upon the SiN films 1 1 and 12 serving as microlens from the 
resin layer 5, .... 

On the other hand, an optical lens condenses light reflected from an object and provides the 
condensed light to the solid state image device from the outside, as would have been understood by 
one having ordinary skill in the art. 

Appellants submit that, as a factual matter, there is an art-recognized difference between a 
microlens and an optical lens, particularly in the context of the present invention, which would have 
been understood by one having ordinary skill in the art. Therefore, Appellants solicit the Honorable 

Board to take judicial notice of the art-recognized difference between a microlens on the one hand and 

J 

an optical lens on the other hand. For the convenience of the Honorable Board, Appellants have 
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appended hereto as Exhibit A a copy of an Information Disclosure Statement filed on March 17, 2005 

bringing to the attention of the Examiner the reference to Omae et al., JP06-5345 1 . At page 2 of Omae 

et al., paragraph [0004], the following disclosure appears: 

When light from an object is condensed by an optical lens for 
forming an object image on the solid state image device and 
thereafter the light is irradiated to the solid state image device, 
the light is condensed by the microlenses 19, projected on the 
photodiodes 12 and converted to signal charged to be stored. 

It should, therefore, be apparent as a factual matter that a microlens condenses light inside a 
solid state image device and guides the light to the photoreceptive parts of the pixal (photodiodes). In 
contradistinction thereto, an optical lens condenses light reflected from an object. This is how one 
having ordinary skill in the art would have interpreted the claims as well as Kuroiwa. The Examiner 
can not change the facts by relying on different ways to spell a microlens without addressing the art- 
recognized difference between a microlens and an optical lens. 

Appellants, therefore, submit that the Examiner committed clear factual error by characterizing 
element 24 in Fig. 2 of Kuroiwa as an optical lens, because it is just what Kuroiwa say it is-a 
microlens. A microlens is not an optical lens. The secondary reference to DiLoreto et al. does not cure 
the argued deficiency of Kuroiwa. Accordingly, even if the applied references are combined as 
suggested by the Examiner, and Appellants do not agree that the requisite fact-based motivation has 
been established, the claimed invention would not result. Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 
F.2d 1044, 5 USPQ2d 1434 (Fed Or. 1988). 

As previously discussed, claims 2 through 12 stand or fall with independent claim 1. 
Appellants would submit that neither Needham nor Wolff cure the previously argued deficiencies of 
Kuroiwa. Based upon the foregoing, Appellants submit that the Examiner's rejections under 35 U.S.C. 
§103 are not factually or legally viable. 
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VIII. PRAYER FOR RELIEF 

As previously argued, the Examiners rejections under 35 U.S.C. §103 are not factually or 
legally viable. Appellants, therefore, solicit the Honorable Board to reverse each of the Examiner's 
rejections under 35 U.S.C. §103. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is hereby 
made. Please charge any shortage in fees due in connection with the filing of this paper, including 
extension of time fees, to Deposit Account 500417 and please credit any excess fees to such deposit 
account. 



600 13 m Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 AJS:ntb 
Facsimile: (202) 756-8087 
Date: March 24, 2005 



Respectfully submitted, 



MCDERMOTT, WILL & EMERY 
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CLAIMS 

1 . A solid state image device comprising: 
an optical lens; 

a solid state image sensor including a microlens; and 

a resin layer formed between said optical lens and said microlens of said solid state image 

sensor. 

2. The solid state image device according to claim 1, wherein 

said optical lens and said microlens of said solid state image sensor are integrally formed 
through said resin layer. 

3. The solid state image device according to claim 1, wherein 

said microlens of said solid state image sensor has a refractive index larger than the refractive 
index of said resin layer. 

4. The solid state image device according to claim 1, wherein 
said microlens of said solid state image sensor includes: 

a first film having an upwardly projecting shape, and 

a second film, formed on said first film, having an upwardly projecting shape reflecting said 
upwardly projecting shape of said first film. 
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5. The solid state image device according to claim 4, wherein 

said first film and said second film are made of materials having the same refractive index. 

6. The solid state image device according to claim 5, wherein 
said first film and said second film are formed by SiN films. 

7. The solid state image device according to claim 4, wherein 

said first film is formed with a plurality of said upwardly projecting shapes at prescribed 
intervals, and 

said second film is formed with a plurality of said upwardly projecting shapes to fill up gaps of 
said first film. 

8. The solid state image device according to claim 7, wherein 

each adjacent pair of said upwardly projecting shapes of said second film are connected with 
each other to include no substantially flat region on the boundary therebetween. 

9. The solid state image device according to claim 7, wherein 

the boundary between each adjacent pair of said upwardly projecting shapes of said second film 
has a thickness of at least 10 nm. 
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10. The solid state image device according to claim 1, further comprising a recessed third 
film formed on said solid state image sensor, wherein 

said microlens of said solid state image sensor includes a fourth film, embedded in the recessed 
portion of said third film, exhibiting a larger refractive index than said third film and having a 
downwardly projecting shape. 

11. The solid state image device according to claim 10, wherein 
said fourth film is formed by an SiN film. 

12. The solid state image device according to claim 11, wherein 
said third film is formed by an SOG film. 
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[0003] The following is a description relating to a 
conventional solid state image device. Fig. 3 is a 
sectional view of a conventional solid state image device. 
In Fig. 3, reference number 11 indicates an Si substrate, 
reference number 12 indicate photodiodes formed on the Si 
substrate 11 for converting light to signal charges, 
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reference number 13 indicates a transfer part formed on 
the Si substrate 11 for transferring charges converted by 
the photodiodes 12, reference number 14 indicates an 
aluminum shielding film shielding the transfer part 13, 
5 reference number 15 indicates a gate electrode of the 

transfer part 13 formed under the aluminum shielding film 
14, reference number 16 indicates a planarization layer to 
form a color isolation filter layer formed on the Si 
substrate 11, reference number 17 indicates a color 

10 isolation filter layer formed on the planarization layer 

16, reference number 18 indicates a planarization layer to 
form microlenses formed on the color isolation filter 
layer 17, reference number 19 indicate microlenses formed 
on the planarization layer 18, and the photodiodes 12 

15 indicate arranged one-dimensionally or two-dimensionally. 
[0004] When light from an object is condensed by an 
optical lens for forming an object image on the solid 
state image device and thereafter the light is irradiated 
to the solid state image device, the light is condensed by 

20 the microlenses 19, projected on the photodiodes 12 and 
converted to signal charges to be stored. Signal charges 
stored for a certain period are read into the transfer 
part 13, and after being transferred in the transfer part 
13, signal charges are output. 

25 not translated 
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